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Applicant urges that 1) the restriction should be withdrawn because a) group l-lll are 
closely related and proper search b)duplicate search inconsistent results c) nominal 
burden out weighed by public interest, d)no serious burden MPEP 803, and e) in the 
interest of the economy. 

The above arguments are interesting but not deemed persuasive since Applicant has 
failed to address the Lack of Unity of record on the merits as presented under PCT rule 
13 and 37 CFR 1 .475.Applicant has failed to state how Groups l-lll relate to one another 
and what is the proper search that would be duplicated and render inconsistent results. 
An undue burden is shown in the Lack of Unity by the divergent subject matter in group 
I yarns or fibers or filaments, group II composite, and group III method of making yarn or 
fiber or filaments. Hence, the Lack of Unity is deemed proper for reasons of record and 
hereby made Final. Claims 18 and 21-25 is withdrawn from consideration since they 
are directed to a non-elected inventions. 

1. Claims'! 3-1 7,1 9 and 20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 13 lines 1 " yarns/fibers or filaments" is vague and indefinite are to the meaning of 
the phrase. See claims 14-20 for the same problem. 

Claim 14, lines 2 " the composition" is indefinite since it lack proper antecedent basis. 
Claim 20 overall is vague and infinite as to the intended meaning of the claim. 
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2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The specification is objected to under 35 USC 112, for failing to provide an adequate 
written description of the invention. 

The specification as filed fails to set forth 1 ) What defines or constitutes organic 
compound of claim 20. 

Claim 20 is rejected under 35 USC 112, first paragraph, for the same reason given 
above in the objection. 

3. Claims 13-17 , and 19 are provisionally rejected under 35 U.S.C. 103(a) as being 
obvious over copending Application No. 1 0/500699 which has a common inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the 
copending application, it would constitute prior art under 35 U.S.C. 102(e) if published 
or patented. This provisional rejection under 35 U.S.C. 103(a) is based upon a 
presumption of future publication or patenting of the conflicting application. Specifically, 
Applicant filed genus and species claims in 10/534209 and 10500699.Thus, since the 
genus claims includes the species claims obviousness is met. 

This provisional rejection might be overcome either by a showing under 37 CFR 
1 .132 that any invention disclosed but not claimed in the copending application was 
derived from the inventor of this application and is thus not the invention "by another," or 
by a showing of a date of invention for the instant application prior to the effective U.S. 



Application/Control Number: 10/534,209 Page 4 

Art Unit: 1794 

filing date of the copending application under 37 CFR 1.131. This rejection might also 
be overcome by showing that the copending application is disqualified under 35 U.S.C. 
103(c) as prior art in a rejection under 35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and 
§ 706.02(l)(2). 



Claims13-17 , and19 are directed to an invention not patentably distinct from 
claims 36-38 of commonly assigned 1 0/500,699. Specifically, Applicant filed genus and 
species claims in 10/534209 and 10500699.Thus, since the genus claims includes the 
species claims obviousness is met. 



4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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5. Claims 1—17 and 19 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 36-38 of 
copending Application No. 10/500699. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because Applicant filed genus and 
species claims in 10/534209 and 10500699.Thus, since the genus claims includes the 
species claims obviousness is met.. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

In the rejections that follow the following assumption(s) has been made yarns, fibers or 
filaments mean the same thing. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 13,14,15,16,17,19, and 20 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Yeh (US 5,714,255) alone or optionally taken with Kane (WO 
9967451). 
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Yeh teaches yarns which are made from fibers or filaments teach a thermoplastic 
polymeric fiber such as polyamide( which includes any and all polyamides such as 
nylon 6,6 which is same as polyamide 6,6) having about 2% to about 10 % zinc sulfide 
copper (which is zinc sulfide coated and/or encapsulated in mineral). See col. 1 lines 38- 
55 , col. 2, col.3lines 6-1 0, claims 1 ,2,4,and 5, for example. 

Regarding the issue of antibacterial and antifungal properties, the Primary Examiner 
has a reason to believe that Yeh fibers or yarn inherently possess the claimed 
properties due to the same structural identity (same fiber composition ) as claimed. 

Kane is cited to show that it is well known, in the art of polyamide fibers containing zinc 
sulfide .that the term polyamide includes any and all nylons such as nylon 6,6. See 
page6 lines 5-1 0 of Kane, for example. 

8. Claims 13,14,15,16,17, and 19 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Kane (WO 9967451 ). 

Kane teaches a plurality of polymeric fibers made from as polyamides which includes 
any and all nylons such as nylon 6,6 (which is the same thing as polyamide 6,6,) and 
0.02% to 5% zinc sulfide (ZnS) in the polymeric fibers. See col.4 lines 227-28, abstract, 
and page 6 lines 6-10, for example. 



Application/Control Number: 10/534,209 Page 7 

Art Unit: 1794 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kane 
(WO 9967451 ) taken with Jacobs'585 (US 5,180,585). 

Kane ,a Du Pont Patent, is applied for the same reason given above which is hereby 
incorporated by reference. Kane teaches all of the claimed invention except ZnS coated 
or encapsulated in at least mineral. Jacobs'585, a Du Pont Patent, teaches it is well 
known in the art to coat and/or encapsulated ZnS in at least one metal (mineral) such as 
copper in order to further improve the antimicrobial properties which is also effective 
against fungi (which is also antifungal). 

Thus, it would have been obvious to one having ordinary skill to combine the ZnS 
coated and/ or encapsulated with at least one metal (mineral), as taught by Jacobs in 
the fibers as taught by Kane, in order to further improve the antimicrobial properties of 
the fiber. 

11. Claims 13,1 4,1 5,1 6,and 17 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Roderiguez (US 6,0671612). 

Roderiguez teaches yarn or fibers or filaments comprising a thermoplastic polymer and 
0.1 % to 3% or more of zinc sulfide. See col.2 lines 28-end and abstract for example. 



No Claims are allowed. 
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The cited patents disclose the state of the prior art. 

Any inquiry concerning this communication should be directed to Primary 
Examiner Edwards at telephone number (571 )272-1 521 . 



/N Edwards/ 
Primary Examiner 
Art Unit 1794 



